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DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 5,
6, 8-10 and 12-20, all the clainms remaining in the present

application. Caim5 is reproduced bel ow
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5. In a water-carrying system subject to the fornation
of scale, the inprovenent conprising the water in said water-
carrying system conprises fromO0. 1-100 ppm of a phosphono-
nmet hyl at ed pol yvi nyl am ne whi ch contains as characteristic
structural elenents, units of the formula

—CH >—CH—
ox (1)
R1 CH z—P/
i\
O OX
wherein R is hydr ogen, C;-GC-al kyl or
/ox
—CH3—b
NN
O 0OX

and X is hydrogen an al kali netal, anmonium or one equi val ent
of an al kaline earth netal;

wherein said polyner has a K value of from 10 to 100.

The exam ner relies upon the follow ng references as

evi dence of obvi ousness:

Hwa 856, 193 Nov. 17, 1970
(Canadi an patent)

Justice et al. (Justice) 4, 830, 837 May 16, 1989

Appel lants' clainmed invention is directed to a nethod of

inhibiting scale deposition in a water-carrying system by
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enpl oying a water-carrying system conprising a phosphono-
met hyl at ed pol yvi nyl am ne having recurring units of the
recited fornula (1). According to appellants, they "have

di scovered that such a water-sol ubl e phosphononet hyl at ed am ne

exhi bits unexpectedly high Ca*2 ion conpatibility, and
accordingly is nore effective, than the correspondi ng
nononeri c chelating agent, at inhibiting scale formation in a
wat er-carrying systemin need thereof" (page 2 of principa
brief, enphasis in original). Appeal ed cl ai ns 5,
6, 8-10 and 12-20 stand rejected under 35 U S.C. § 103 as
bei ng unpatentabl e over Hwa i n conbination with Justice.

Upon careful consideration of the opposing argunents
presented on appeal, it is our judgnent that the prior art

applied by the examner fails to establish a prinma facie case

of obvi ousness for the clained subject matter. Accordingly,
we Wi Il not sustain the examner's rejection.

Wiile we certainly appreciate and recogni ze the thorough
effort expended by the examner in articulating his position
in the Exam ner's Answer and Suppl enental Exam ner's Answer,
we sinply find no teaching or suggestion in the applied

ref erences, taken singularly or in conbination, of utilizing
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the presently cl ai med phosphononet hyl at ed pol yvi nyl am nes in
a method of inhibiting scale deposition. It is not of little
significance that appellants' specification, at page 2,

descri bes the clainmed pol yvinyl am nes as new conpounds, and
nei ther of the applied references discloses the clained
conpounds. Even assum ng, for the sake of argunent, that it
woul d have been obvious for one of ordinary skill in the art
to substitute the phosphonic acid group-containing ion
exchange resins of Justice for the am no pol ynet hyl - phosphoni c
acids of Hwa, this would not result in the clainmed invention.
Justice expressly teaches that "[t]he ion exchange resin
matri x or backbone represented by R may include, for exanple,
copol yners of styrene with divinyl benzene, copolyners of a
met hacryl ate or acrylate with divinyl benzene, phenol-formalin

resins, etc.” (colum 3, lines 55-59). Justice does not teach
the cl ai ned pol yvi nyl backbone, and the exam ner has not
established on this record that a pol yvinyl backbone woul d
have been obvious to one of ordinary skill in the art in view
of the polymer backbones disclosed by Justice. Wile the

exam ner concludes that "[i]t would have been obvious to bond

an am nonet hyl phosphoni ¢ acid functional group(s) to a polyner
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backbone because Justice teaches the enbodi nent" (page 6 of
Exam ner's Answer), there is no teaching in either Hwa or
Justice that the relevant functional groups can be bonded to
any pol ynmer backbone, in general, |et alone the specific one
clai med by appellants. |In addition, the exam ner has not
adequately refuted appellants' argunent that Hwa's discl osure

of a synergistic conbination of am no pol ynet hyl - phosphoni c

acids and specific carboxylic acids would have mlitated
agai nst substituting the polyners of the clained invention for
t he conpounds di scl osed by Hwa

Since it is our judgnment that the exam ner has not

established a prim facie case of obvi ousness for the clai ned

subject matter, we find it unnecessary to address the
probative val ue of appellants' specification and declaration
evi dence of nonobvi ousness.

I n conclusion, based on the foregoing, the examner's
deci sion rejecting the appealed clains is reversed.

REVERSED

EDWARD C. KI M.I N
Adm ni strative Patent Judge
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ECK: cl m

BRADLEY R GARRI S
Adm ni strative Patent Judge

PETER F. KRATZ
Adm ni strative Patent Judge
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